United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/662,337 



FILING DATE 



09/16/2003 



FIRST NAMED INVENTOR 



Keiko Shiraishi 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



25944 7590 07/21/2008 

OLIFF & BERRIDGE, PLC 
P.O. BOX 320850 
ALEXANDRIA, VA 22320-4850 



PATEL, MANGLESH M 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



KJttiVrXi nvrliyjts OUff Iff fcff Jr 


Application No. 

10/662,337 


Applicant(s) 

SHIRAISHI ETAL. 


Examiner 

MANGLESH M. PATEL 


Art Unit 

2178 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 17 April 2008 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1-17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) \Z\ Claim(s) is/are allowed. 

6) |EI Claim(s) 1-17 is/are rejected. 

7) n Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . This Non-Final action is responsive to the RCE filed on 4/17/2008 and the IDS filed 5/1/2008. 

2. Claims 1-17 are pendmg. Claims 1, 10, 1 1, 12, 13, 16 and 17 are the mdependent claims. 

Withdrawn Rejections 

3. The 35 U.S.C. 102(e) rejection of claims 1-17 with cited reference of Wu (U.S. Pub 2004/0001217) has been 
withdrawn in light of the amendment. 

Information Disclosure Statement 

4. The information disclosure statement (IDS) submitted on 5/1/2008 has been entered, and considered by the examiner. 

Claim Rejections - 35 USC § 102 

5. The followmg is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for the rejections under 

this section made in this Office action: 

(a) the uivention was known or used by others in this country, or patented or described in a printed pubUcation in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

6. Claims 1-17 are rejected under 35 U.S.C. 102(a) as being anticipated by Tatsuo (EP 1 286 254 A2, pubUshed Feb 26, 
2003). 

Regarding Independent claims 1, 10, 13 and 16, An instruction form retrieval apparatus comprising: A storage part 
that stores user information and information on an instruction form management apparatus that is connected to the 
instruction form retrieval apparatus via a network and is holding an at least one selectable instruction form associated 
with a user based on user access rights, wherein the instniction form is generated m advance, the instruction form and 
the user information being associated with each other wherein the instruction form includes instructions and indicates a 
pluraUtv of processing to be executed by a pluraUtv of instruction form execution apparatuses, and is different than any 
file to be processed bv the instructions: A reception part that receives information on a user; A retrieval part that 
retrieves the instruction form accessible to the user fi-om the instruction form management apparatus based on the 
received information on the user. An output part that outputs identification information on the retrieved instruction 
form to allow the user to instruct performing a process indicated in the instruction form to one or more instruction form 
execution apparatuses connected to the instruction form retrieval apparatus via the network. 
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Tatsuo teaches accessing a web server through a network by allowmg the user to access an mterface and selecting 
functions that are associated with predetermined processes for processing a pluraUty of execution apparatuses such as 
faxing, scanniag, copying, printing etc, see fig 1 & 12 & paragraphs 5-8. Furthermore the network holds a user 
selectable instruction form described in XML for operating the execution apparatuses (paragraphs 121-125 & 157-170). 
Tatsuo fijrther describes support for other hardware resources that are external and connected to the MF-apparatus (see 
fig 1). 



Regarding Dependent claim 2, with dependency of claim 1, Tatsuo discloses wherein the output part outputs the 
Identification i nformation on the retrieved instruction form to the instruction form execution apparatus used by the user 
(See abstiact & see fig 1 & 12 & paragraphs 5-8 & 121-125 & 157-170, including the explanation provided in tiie 
independent claims). 



Regarding Dependent claim 3, with dependency of claim 1, Tatsuo discloses wherein the output part outputs the 
Identification i nformation on the instruction form to a terminal used by the user (See abstract & see fig 1 & 12 & 
paragraphs 5-8 & 121-125 & 157-170, including the explanation provided in the independent claims). 



Regarding Dependent claim 4, with dependency of claim 1, Tatsuo discloses wherein the output part outputs a 
command to the instruction form management apparatus to transmit the instruction form accessible to tlie user to the 
instruction form execution apparatus used by the user, based on the Identification information on the retrieved 
instruction form (See abstract & see fig 1 & 12 & paragraphs 5-8 & 121-125 & 157-170, includmg tiie explanation 
provided in the independent claims). 



Regarding Dependent claim 5, with dependency of claim 1, Tatsuo discloses wherein the output part outputs a 
command to the instruction form management apparatus to transmit the instruction form accessible to the user to a 
terminal used by the user, based on the Identification information on the retrieved instruction form (See abstract & see 
fig 1 & 12 & paragraphs 5-8 & 121-125 & 157-170, including the explanation provided in the independent claims). 



Regarding Dependent claim 6, with dependency of claim 1, Tatsuo discloses wherein the outputte d Identification 
information on the retrieved instruction form is information on the instruction form management apparatus holding the 
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instruction form (See abstract & see fig 1 & 12 & paragraphs 5-8 & 121-125 & 157-170, including the explanation 
provided in the independent claims). 

Regarding Dependent claim 7, with dependency of claim 1, Tatsuo discloses wherein the outputted Identification 
information on the retrieved instruction form includes information to identify the instruction form (See abstract & see 
fig 1 & 12 & paragraphs 5-8 & 121-125 & 157-170, including the explanation provided in the mdependent claims). 

Regarding Dependent claim 8, with dependency of claim 1, Tatsuo discloses wherein user authentication is 
performed using the information on the user (See abstract & see fig 1 & 12 & paragraphs 5-8 & 121-125 & 157-170, 
including the explanation provided in the independent claims). 

Regarding Dependent claim 9, with dependency ol'ckiim I , T;Usuo discloses a display infoniiation generation part 
that generates information to display the information on Uie retrieved instruction form (See abstract & see fig 1 & 12 & 
paragraphs 5-8 & 121-125 & 157-170, including the explanation provided in the independent claims). 

Regarding Independent claims 11 and 12, An instruction form execution apparatus comprising: an attachment part 
that attaches a portable storage , meditmi which is tmique to and capable of being carried bv a predetermined user, the 
storage medium holding information on a plurality of instruction form management apparatuses holding at least one 

selectable instruction form associated with the user based on user access rights, wherein the mstniction fomi is 
generated in advance, wherein the instruction form includes instructions and indicates a plurality of processing to be 
executed bv a plurahtv of mstiiiction form execution apparatuses and is different than any file to be processed bv the 
instructions: and an execution part that executes a plurality of processing instructions indicated in the instruction form, 
wherein the at least one selectable instruction form is located on at least one server. 

Tatsuo teaches accessing a web server through a network by allowing the user to access an interface and selecting 
functions that are associated with predetermined processes for processing a plurality of execution apparatuses such as 
faxing, scanning, copying, printing etc, see fig 1 & 12 & paragraphs 5-8. Furthermore the network holds a user 
selectable instruction form described in XML for operating the execution apparatuses (paragraphs 121-125 & 157-170). 
Tatsuo ftirther describes support for other hardware resources that are external and connected to the MF-apparatus (see 
fig 1). 



Application/Control Number: 10/662,337 
Art Unit: 2178 



Page 5 



Regarding Dependent claim 14, with dependency of claim 13, Tatsuo discloses wherein the information on the 
retrieved instruction form is outputted to the instruction form execution apparatus used by the iiser (See abstract & see 
fig 1 & 12 & paragraphs 5-8 & 121-125 & 157-170, including the explanation provided in the independent claims). 

Regarding Dependent claim 15, with dependency of claim 13, Tatsuo discloses outputting a command to the 
instraction form management apparatus to transmit the instruction form accessible to the user to the instruction form 
execution apparatus used by the user, based on the information on the retrieved instruction form (See abstract & see fig 
1 & 12 & paragraphs 5-8 & 121-125 & 157-170, including the explanation provided in the independent claims). 

Regarding Independent claim 17, An instruction form execution apparatus comprising: an attachment part that 
attaches a portable storage medium ca pable olhciim c^irricd bvauser that stores at least one selectable instruction form 
that includes processing instructions associated with the user based on user access rights, wherein the instruction form 
is generated in advance, wherein the mstmction form indicates a plurality of processing to be executed by a plurality of 
mstruction form execution apparatuses and is different than any file to be processed by the processing instructions: and 
a processing part that executes the processing instructions based on the instruction form to process information not 
stored in the storage medium. 

Tatsuo teaches accessing a web server through a network by allowing the user to access an interfece and selecting 
functions that are associated with predetermined processes for processing a plurality of execution apparatuses such as 
faxing, scanning, copying, printing etc, see fig 1 & 12 & paragraphs 5-8. Furthermore the network holds a user 
selectable instruction form described in XML for operating the execution apparatuses (paragraphs 121-125 & 157-170). 
Tatsuo fiirther describes support for other hardware resources that are external and connected to the MF-apparatus (see 
fig 1). 

It is noted that any citation [[s]] to specific, pages, columns, lines, or figures in the prior art references and any 
interpretation of the references should not be considered to be limiting in any way. A reference is relevant for 
all it contains and may be relied upon for all that it would have reasonably suggested to one haying ordinary 
skiU in the art. [[See, MPEP 2123]] 
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Response to Arguments 



7. 



Applicant's arguments filed 4/17/2008 have been fiilly considered but are moot in view of the new grotmd of rejection. 



Conclusion 



Any inquiry concerning this communication or earlier communications fiom the examiner should be directed to 
Manglesh M. Patel whose telephone number is (571) 272-5937. The examiner can normally be reached on M, W 6 am-3 pm T, 
TH 6 am-2pm, Fr 9am-6pm. 

If attempts to reach the examiner by telephone are imsuccessful, the examiner's supervisor, Stephen S. Hong can be 
reached on (571) 272-4124. The fax phone nimiber for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an apphcation may be obtained liom ihc Paicnl Application Infomiation Retrieval 
(PAIR) system. Status information for published applications may be obtained iioni either Private PAIR or Public PAIR. 
Status information lor unpublished applications is available through Private PAIR only. For more information about the 
PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the 
Electronic Busmess Center (EBC) at 866-217-9197 (toU-fiee). 



Manglesh M. Patel 

Patent Examiner (AU 2178) 

July 3, 2008 



/Manglesh M Patel/ 
Manglesh Patel 
Exammer, Art Unit 2 1 78 



273-8300. 



/CESAR B PAULA/ 
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